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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
Sir: 

This responds to the Final Office Action mailed on August 09, 2006. Applicant 
respectfully requests a Pre- Appeal Brief Conference to review the legal and factual basis of the 
claim rejections made in the Final Office Action. Applicant will amend the specification to 
remove the embedded hyperlink. 

Submitted herewith are a Notice of Appeal and the appropriate fee. 

Claims 1, 4, 7, 8 and 54-63 are pending. 

A listing of the pending claims can be found at pages 3-5 in the Response submitted on 
May 02, 2006. 

L The 35 U.S.C. $112. First Paragraph "New Matter" Rejection of the Claims 

The Examiner rejected claims 54-63 under 35 U.S.C. § 1 12, first paragraph, alleging that 
those claims fail to comply with the written description requirement. The Examiner alleges that 
those claims contain subject matter that was not described in the specification in such a way as to 
reasonably convey to one skilled in the art that the inventor, at the time the application was filed, 
had possession of the claimed invention. Specifically, the Examiner alleges that the claimed 
"neutral" or "positively charged amino acid residue" are not supported in the specification as 
filed. The Examiner further alleges that the "open" amino acid residues at positions 7, 9 or 23 
are not supported in the as-filed specification. 
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Applicant respectfully disagrees and submits that the originally-filed application provides 
sufficient support for those claims, e.g., because the originally-filed application reasonably 
conveys to one having ordinary skill in the art that an Applicant had possession of the concepts 
of what is now claimed. 

Applicant respectfully directs the Panel's attention to the comments at pages 6-7 in the 
Response submitted on May 02, 2006. 

Thus, Applicant respectftilly requests that the Panel withdraw the "new matter" rejection 
of claims 54-63. 

II. The 35 U.S.C. S 1 12, First Paragraph "Written Description" Rejection of the Claims 

The Examiner rejected claims 1, 8 and 54-63 under 35 U.S.C. § 1 12, first paragraph, 
alleging that those claims fail to comply with the written description requirement. The Examiner 
alleges that those contain subject matter that was not described in the specification in such a way 
as to reasonably convey to one skilled in the art that the inventor, at the time the application was 
filed, had possession of the claimed invention. 

Applicant respectftilly disagrees and submits that the application as originally filed 
provides an adequate written description of the claimed invention. Applicant has provided 
structural characteristics of the claimed modified Fn3 molecules as the structure of wild-type Fn3 
molecules were known to the art worker at the time the application was filed. Applicant has 
recited specific structural modifications to the known Fn3 molecule, i.e., the modified Fn3 
molecule has a substitution of at least one of amino acid residues 7, 9 or 23, e.g.. Asp 7, Asp 23 
or Glu 9. Applicant has also recited functional characterisfics of the claimed modified Fn3 
molecules, namely, that the modified Fn3 molecules comprise a stabilizing mutation, which 
mutation is functionally described in the specification together with an assay to measure the 
functional characteristic. Applicant has further provided examples of stabilizing mutations of the 
recited amino acids. Thus, it is respectfully asserted that Applicant has provided adequate 
written description of the claimed modified Fn3 molecules as Applicant has disclosed in 
sufficient detail the relevant identifying structural and functional characteristics that provide 
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evidence that the Applicant was in possession of the full scope of the claimed invention at the 
time the application was filed. 

Applicant respectfully directs the PanePs attention to the comments at pages 8-11 in the 
Response submitted on May 02, 2006. 

Thus, Applicant respectfully requests that the Panel withdraw the "written description" 
rejection of claims 1, 8 and 54-63. 

III. The 35 U.S.C. § 103(a) Rejection of the Claims 

The Examiner rejected claims 1, 4, 7-8 and 54-63 under 35 U.S.C. § 103(a), alleging that 
those claims are unpatentable over Koide (WO 98/56915; hereinafter Koide) or Lipovsek et al 
(U.S. Patent No. 6,818,418; hereinafter Lipovsek) in view of Spector et al {Biochemistry, 39, 
872-879 (2000); hereinafter Spector). 

Applicant respectfully submits that the Examiner has not demonstrated that the claims are 
prima facie obvious in view of the cited documents, for example, because the Examiner has not 
established that the cited documents teach or suggests all the claim limitations. And, even if, for 
the sake or argument, the cited documents teach or suggests all the claim limitations. Applicant 
respectftilly submits that the Examiner has not established the suggestion or motivation, either in 
the cited documents themselves or in the knowledge generally available to an art worker, to 
modify the documents or to combine document teachings so as to arrive at the claimed invention. 
Further, Applicant respectftilly submits that the Examiner is improperly relying on an "obvious 
to try" standard. 

For example, Applicant respectftilly submits that the Examiner has not established that 
the cited documents, either alone or in combination, teach a modified Fn3 molecule comprising a 
stabilizing mutation of at least one residue involved in an unfavorable electrostatic interaction as 
compared to a wild-type Fn3, wherein the stabilizing mutation is a substitution of at least one of 
Asp 7, Asp 23 or Glu 9 with another amino acid residue, (see claim 1) Nor do the cited 
documents, either alone or in combination, teach a modified FNfnlO molecule comprising a 
stabilizing mutation of at least one residue involved in an imfavorable electrostatic interaction as 
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compared to a wild-type FNfnlO molecule, wherein the stabilizing mutation is a substitution of 
at least one of amino acid residues 7, 9 or 23 with another amino acid residue, {see claim 57) 

Applicant respectfully directs the Panel's attention to the comments at pages 12-14 in the 
Response submitted on May 02, 2006. 

Thus, Applicant respectfully submits that the cited documents, neither alone nor in 
combination, teach the claimed invention. Accordingly, Applicant respectfully requests that the 
Panel withdraw the rejection of the claims under 35 U.S.C. § 103(a). 

IV. Conclusion 

Applicant respectfully submits that the claims are in condition for allowance and 
notification to that effect is respectfully requested. 

The Panel is invited to telephone Applicant's attorney to facilitate prosecution of this 
application. If necessary, please charge any additional required fees or credit any overpayments 
to Deposit Account No. 503503. 



CERTIFICATE UNDER 37 CFR 1. 8: The undersigned certifies that this correspondence is being deposited 
with the United States Postal Service with sufficient postage as first class mail, in an envelope addressed to: 
Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450, on this day of 
November 2006. / ^ 



Respectfully submitted, 

Shohei Koide 

By his Representatives, 

Viksnins Harris & Padys PLLP 

PO Box 111098 

St. Paul,MN5511M098 

(952) 876-4091 
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